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f V7 r F R § 1 97(b), Applicants hereby make of 
ln accordance w„h the proven, of 37 C **^» U ^ ^ ^ 

— references,— 
parent application U.S. Serial no. 
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Australian Patent Apphcauon No. 7 2097 (9 98 ^ ^ ^ ^ 

of th e parent U.S. application (Sena, No. 0«W- » ^ ^ ^ 

cum „, claims of AustraUa, Paten, Application No. «^ rf ^ , , 

20 „ 2 , refers to Append, A, an amen men the ^e ^ ^ _ ^ ^ 

(referenced in the Statement as D38) in addmo Flirthemore , reference D38 

nation Disclosure Statcnten, fled on September ,3. » « 

• .1 t: ^ PTO-1 449 submitted on uctoDei i , ^ 

— — — -— - 

record in the parent application. 

Australian Patent Application No. 742097 (9398 1 SerialNo . 09/154,354) 

09/154 , 354 . o^^— • l 2r ) rj l- . 1 ,w B 

Terences AA through BM of Form PTO W ^ ^ ^ ^ 

1 of Form PTO-1449). Accordingly, pursuant 

been 

. Fnrm DTO-1449 are not enclosed as these references 
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maili „ g date of a Firs. Office Action on .he me„.s. «e, n 

„ is re s P ec,fu,.y reoues.ed .ha. .he references cued in .he accompany,^ Fonn PKM449 
' ! LL „„d made of record, .f any of .he „s.ed references are found .„ be 



be o 



onsidered by the Examiner and made . 



missing, 
forwarded 



the Examiner is requested to contact the 



undersigned so that a copy may be promptly 



Respectfully Submitted 
DAVIDSQ 



EL, LLC 




Davidson, Davidson & Kappel, LLC 
485 Seventh Avenue, 14th Floor 
New York, New York 10018 
(212) 736-1940 
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Examiner: K. McMILLAN ^ ^ ^ ^ 



Re: Application of: 
Serial No.: 



09/154,354 

SSSSassss—™" 

For OF OPIOID ANALGESIC AW 

CYCLOOXVGENASE-2 INHIBITOR 



E^AXI^^ 



June 7, 1999 



Assistant Cornrn^on* »-» 
Washington, D.C. 20231 



SU; .. ^nvCFJtSl^.Applioantshereoytnakeofrecord 

„ accordance with the provtsrons of 37 C _ . ^ fey ^ Examm er tn . 

tedoc^nenUUs.edontheancon.pan^ ^ 

, xhis Informal Disclosure SUternen, - ^ ^ ^ ^ „ lf 

anrstO^Acnonontner,^ A-^u , — 10 chaIg c 

enclosed. ~ " is directed to U.S. Patent No. 5,859,257, particularly 

TheExaminer'sparticularattennon.sdnecte dt 9Fom) . ^Examiner's 

a v 33 39 (referenced as « AA' on the enclosed (refere nced as 

column 4, lines 33-39 (rei 5,840,731 and 5,869,49* ^r 

n- t^tnTTS Patents No. ' 
attention is also directed to 



, ar , n(J n nd/ or documents 
! hereby certify that this ££S££ are being deposited 
referred to as attached A«em ^ , firrtclassmal V m 
with the United ^States *?J^conm^oner for Patents, 
-envelope addressed 
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. - t>th 1 449 form 

be considered and made of record. , $ attention t0 particular 
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conclusions as to meirpertinence. fclly submitted, 
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Examiner: K- McMlLLAN ^ ^ ^ ^ 

Re: Applica^ of- 

SerialNo.: Septe mber 17 ;1998 



September 1 /,^° COMBINATION 
Filed: ^^r-isTIC ANALGESIC XUi 



For: 



June 7, 1999 



Washington, D.C.2U^i 



200.1079US 



It is respectfully 
be considered and made of record. 



Respectfully Submitted, 

DAVIDSON, DAVIDSON &KAPPEL, LLC 




Clifford m. Davidson 
Reg. No. 32,728 



1140 Avenue of the America, 
New York, New York 10036 

(212)997-1028 
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Art Unit: 1614 

Examiner: K. McMEXAN ^ ^ ^ 



Re: Application of: 
Serial No.: 



09/154,354 

™««S 0MBINATI0N 



June 7, 1999 



Assistant Coroner for Patents 
Washington, D.C. 20231 



Sir ' .. sof37 CFR.§1.97,APP^tsherebymakeofreoord 

„ acoordanee with the provtstons of 37 C _ > ^ by ^ m 

the docuntentshsted on the accent^ 

eonneetionwiththee^naUonomea^ J ^^^^n-tagrf 
Thi s tntormahon Dtsciosnre — » ^ ^ ^ ^ However , lf 

^omceActiononthent* — ^ ^ neris to charge 

— * at :C:— -S.0S32. Adnphcateeo W or te sheet,s 
payment of the same to Deposit a 

enclosed. "7 edPTO-1449 Form relate to compounds described as 

Th e references cited on the enclosed FTO 1 ^ . ^ 1S 

• M in the treatment of cyclooxygenase-2 mediated 
be mg useful m ^ 
cited for its discussion of COX 



, hereby certify ^^SSJSi 
refened to as attached *erem i lassmall in 

with the United ^States ^^^Cotnmissioner for Patents, 
- envelope addressed ^^ J ^. 



^ 200.1079US 

tt e Examiner, particular action is directed to U.S. Patents No. 5,409,944 and 
^ „ on to enclosed PTO-1449 Fonn as 'AA,' and 'AB.' These patents 
5,436,265, referenced on the enclosed combination with 

describe Wer alia, compounds with cyclooxygenase-2 urhtb.tory prope 

• ,H in, codeine hydrocodone, caramiphen, carbetapentane or 
••antitussives tnclndmg codeine, hydi 5 _ ^ ^ of 

» r^pe column 6, lines 33-35 oi tne ^ paic , 
dextromethorphan. (See column 5,521, 213, 

'265 oatent) The Examiner's attention is also directed to U.S. Patent is 
toe 265patenfv <AJ) . ms patent discloses, »ter ate. [a 

referenced on the enclosed PTO 1449 F ^ ^ .^.^ ^ „ 

com pound for mating cyclooxygenase-2 *J ^ e mcluding 

another pain reliever including acetaminophen or phen^e fin _ 

lines 7 . 15 ). A similax disclosure is also found ' paKnt 

enclose^Form^ 

10 line 66 - column 11, toe 14, ana u.o v 

Form as 'AH,' a. column 11, lines 36-51. ^ ^ ^ 

identification of the references provtded herew,th 

he considered and made of record. 

be C ° n Respectfully Submitted, 

DAVIDSON, DAVIDSON & KAPPEL, LLC 




ford M. Davidson 
•eg. No. 32,728 



Davidson, Davidson & Kappel LLC 

1 UO Avenue of the Americas, 1 5th Floor 

New York, New York 10036 

(212) 997-1028 
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mi IN Ait Unit: low 

Examiner: K. MCMILLAN Donald M. BURCH, et al. 

Re: APPto«" 0f 09/154>3 54 

Serial "No.: 998 



SYNERGISTIC^^ 



February 4, 2000 



Assistant Comnns^er for Patents 
Washington, D.C. 20231 

. f 37CPML97,APP>-ntsherebymakeofrecord 
„ aocordanoe with the provisrons of 3 r ^ ^ ^ fcy ^ „, m 

.«0- — - ri^ssionerrs authorized to ch., payment 
ofthe same to Deposrt Account No. 5 vanous COX m» 

set forth in the claims as amended. 



S^S^SO^KAPPELLl-C 
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patent, and column 13 of the 374 patent). fa ^ 

information Disclosure Statement filed June 7, 1999. Oxy 

discussion. b ^rued as an admission 

be considered and made of record. 

Respectfully Submitted, 

DAVIDSON, DAVTOSOl^KAPPEL, LLC 




HffortfM. Davidson 
Reg. No. 32,728 



Davidson, Davidson & Kappel, 

1140 Avenue of the Americas, 15th Floor 

New York, New York 10036 

(212) 997-1028 
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UN^D I IT S PATENT AND TRADB»ARK OFFICE 

Examiner: Bennett M. CELSA Art Unit: 1627 

Re: Application of: Ronald M. BURCH, et al. 

Serial Na/\P"£">v 09/1 54 ' 354 

/O <£\ 
Filed: / . -k« *>\ September 17, 1998 




For: V §/ ANALGESIC COMBINATION OF 

V J/ OXYCODONE AND ROFECOXIB 

SUPPLEMENTAL INFORMATION DISCLOSURE STATEMENT 

UNDER 37 C.F.R. SI. 56 

Box: ISSUE FEE October 1 , 2002 

Assistant Commissioner for Patents 
Washington, D.C. 20231 

Sir: 

Applicants hereby make of record the reference cited on the attached Form PTO-1449 
and Appendix A, which is an amendment of the Statement of Grounds and Particulars in support 
of Opposition previously submitted in the Information Disclosure Statement filed September 13, 
2002. 

The Pharmacia Corporation, the Opponent of the corresponding Australian application 
requested amendment of their Statement to include a further document (referenced in the 
Statement as 38D). A marked-up copy of the Statement showing the amendments is attached as 
Appendix A, and the further document is cited as reference AA in the attached PTO-1449 Form. 

This Information Disclosure Statement and accompanying Form PTO-1449 are being 
filed after a notice of allowance under §1.31 1 but before the payment of the issue fee in 
accordance with C.F.R. §§ 1.97(d) and 1.97(e). 

In accordance with C.F.R. § 1.97(e)(2), it is stated that no item of information contained 

in the Information Disclosure Statement filed herewith was cited in a communication from a 

foreign patent office in a counterpart foreign application, and, to my knowledge after making 

reasonable inquiry, no item of information contained in this Information Disclosure Statement 

1 

IDS Ltr - 26 Sep 2002 



was known to any ind^ual designated in 37 CFR 1.56(c) moWfcan three (3) months prior to 
the filing of this Information Disclosure Statement. 



A check in the amount of $180.00 is enclosed to satisfy the fee requirement due under 
1.1 7(p) for filing this Information Disclosure Statement. 

It is respectfully requested that the reference cited in the accompanying Form PTO-1449 
be considered by the Examiner and made of record. If this reference is found to be missing, the 
Examiner is requested to contact the undersigned so that a copy may be promptly forwarded. 

In the event any additional fee is due or overpayment made in connection with the filing 
of this Information Disclosure Statement, the Assistant Commissioner is hereby authorized to 
charge said deficiency or credit overpayment to our Deposit Account No. 50-0552. 



Respectfully Submitted, 

DAVIDSON, DAVIDSON & KAPPEL, LLC 




Davidson, Davidson & Kappel, LLC 
485 Seventh Avenue, 14 th Floor 
New York, New York 1 001 8 
(212) 736-1940 



IDS Ltr - 26 Sep 2002 
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200.1079US 



Serial No.: 
Group No.: 
Filed: 
For: 



September 17, 1998 

.VNPRGISTIC COMBINATION OF OPIOID ANALGESIC 
A^CYcloO^GENASE-2 INHIBITOR 



September 26, 2001 
Assistant Commissioner for Patents 

Washington, D.C 20231 

„ AOT ,icanfs duty of disclosure under 37 C.F.R. § 1 .56 and pursuant to 
„ accordance w«h Apph »• d <y ^ ^ ^ 

37 C.F.R. § 1 -97(b)(4), Applicants hereby md* of ^ ^ ^ 

■ r PTO 1449 for consideration by the Examiner 

. accompanying Form PTO-1449 lnform at,on Disclosure 
anamination of the above-identified application, ft ,s b fe ^ 

equation, therefore ^^ ta ^^ toto ^«^S«»-.i. 
fo the event an Office Action declanng that each 

, ,7 r F R 6 1 97(c)(1) with a statement under 37 C.F.R. § -9 >U 

filed under 37 C.F.R. § 1.97( ) ^ first Clted m a 

item of information contamed m the Inform ^ ^ than 

♦■ from a foreien patent office ma counterpart foreign app 

— " To ofthismformationBiso.osureStatement. 
three months pnor to the linn-, oi 

therein and/or fee are being depostte * ^ 
States Postal Sen-tee with C ornrniss,oner 
mail" ,n an envelope addressed to ^ 
for Patents. Washington, D.C _u. 



' • a is pointed out to the Examiner that all of the cited references (AE through, AO) were 
cited in the European Search Report from the corresponding European applicatron. A copy of 

the search report is enclosed. 

„ is respectfully requested that the references cited on Are accompanymg PTO Form-144« 
he considered and made of record. If any of the publications listed thereon are mtssmg, the 
Examiner is requested to contact the undersigned so that a copy can be promptly forwarded. 

to ,he event that it is determined that any additional fee is due, the Examiner is aumomed 
,„ charge said fee to DAVIDSON, DAVIDSON ft KAPPEL, LLC, Deposit Account No. 50- 
0552 A duplicate copy of this sheet is enclosed. 

I, is respectfully submitted that the pending claims are patentable over all the references 

made of record at this time. 



Respectfully submitted, 
DAVroSON/D/VIDSON & 



EL, LLC 



By: 




lobert J/Paifcdis< 
Reg. NoW,240 



Davidson, Davidson & Kappel, LLC 
485 Seventh Avenue, 14* Floor 
New York, New York 10018 
(212) 736-1940 




UWTEftATES PATENT and TRADEM J^OFFICE 

Examiner: K. McMILLAN Art Unit: 1614 

Re: Application^^ Ronald M. BURCH, et al. 

09/154,354 

September 17, 1998 

ANALGESIC COMBINATION OF 
OXYCODONE AND ROFECOXIB 

svmI M^^Sgsm^m wsn osm statement 

1TNT>ER 37 C.F.r1l56 

September 13,2002 

Box: ISSUE FEE 

Assistant Commissioner for Patents 
Washington, D.C 20231 

Sir: 

«f T7 r F R 66 1 56 and 1 .97, Applicants hereby make 
In accordance with the provisions of 37 C.F.R. « l .50 ana , ff 

of rccori the fdowmg; Statement Of Ground - P— in Support of Op^sition atwhed 
as Append A (20 pages); Claims of Australian Patent Apphcattou No. 

attached a. Append* B ,5 pages); and Form PTO-H49 ,2 pages) wrth eoptes of crted references 
pursuant to 37 C.F.R. § l-W 

Attached as Appendix A is a Statement of Grounds and Particulars in Support of 
Opposrtion dated June ,4, 2002, brought by Pharmacia Corporahon a, the Austrahan Paten, 
Office opposing Austrahan Patent Application No. 742097 (93984,98), me correspond 
Australian application of the present U.S. application. 

Anached as Appendrx B is a copy of me current Cairns of Australian Paten, Apphcauon 
No. 742097 (93984,98), which c.amrs ,he same priority as me present apphcafon. 

References Dl 10 D7 (pages 2 to 4 of the statement of Appendix A), D9 to D« (pages 
t0 7 of t he statement of Appendix A, and 02, ,0 D37 ,age S 8 ,0 ,1 °^ ~ * 
Append,x A), correspond ,0 references AA through BM of attached Form PTO-,449. 

1 

Final Suppl. IDS rev -13 September 2002 
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References Dsfage 5 of the statement of Appendix A J» D17 to D20 (page 7 to page 
8 of the statement of Appendix A) are not listed on the accompanying Form PTO-1449 as these 
references have already been made of record in the present application. Specifically, reference 
D8 was cited as reference AA (on Form PTO-1449 labeled 1 of 1) and references D17, D18, 
D19, and D20 were cited as references BB, BD, BF, and BH, respectively, (on Form PTO-1499 
labeled 2 of 2), in the Information Disclosure Statement filed June 7, 1 999. 

This Information Disclosure Statement and accompanying Form PTO-1449 are being 
filed after a notice of allowance under §1.31 1 but before the payment of the issue fee in 
accordance with C.F.R. §§ 1 -97(d) and 1 .97(e). 

In accordance with CF.R. § 1 -97(e)(2), it is stated that no item of information contained 
in the Information Disclosure Statement filed herewith was cited in a communication from a 
foreign patent office in a counterpart foreign application, and, to my knowledge after making 
reasonable inquiry, no item of information contained in this Information Disclosure Statement 
was known to any individual designated in 37 CFR 1.56(c) more than three (3) months pnor to 
the filing of this Information Disclosure Statement. 

A check in the amount of $180.00 is enclosed to satisfy the fee requirement due under 
U7(p) for filing this Information Disclosure Statement. 

It is respectfully requested that the references cited in the accompanying Form PTO-1449 
be considered by the Examiner and made of record. If any of the listed references are missing, 
the Examiner is requested to contact the undersigned so that a copy may be promptly fonvarded. 



Final Suppl. IDS rev - 13 September 2002 



2 



In the event a^Pidditional fqe is due or overpayment mroe in connection with the filing 
of this Information Disclosure Statement, the Assistant Commissioner is hereby authorized to 
charge said deficiency or credit overpayment to our Deposit Account No. 50-0552. 



Davidson, Davidson & Kappel, LLC 
485 Seventh Avenue, 14 th Floor 
New York, New York 10018 
(212) 736-1940 



Respectfully Submitted, 

DAVIDSON, DAVIDSON & KAPPEL, LLC 

B v: UMJ(Lg> 
Robert J. Pa/adiso 
Reg. No. M,240 
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